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DETAILED ACTION 

1 . The amendment to the claims filed in response to the restriction/election of 
species requirement filed on 10/29/2008 has been entered. Claims 1-12 and 16-31 
remain pending in the application. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1, 3, 5-7, 20 and 21 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claim 1-15 
of copending Application No. 10/541,139. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because: 

Claim 1 of the copending application US 10/541,139 claims a method for preparing a 
suspension of a silicic particulate filler in a silicone material (SM) comprising:... 
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this method being of the type in which an aqueous suspension of silicic particulate filler 
is made hydrophobic by treating with at least one halogenated reagent, this treatment 
comprising a transfer of the silica made hydrophobic into a nonaqueous phase and at 
least one step for at least partial removal of water;... 

... CA // (Route II): or selected from R c -substituted halogenosilanes with R c = 
hydrogeno, C1-C30 alkyl, C2-C30 alkenyl, aryl, and R c being optionally substituted 

according to route II: 
(lla)- an aqueous silica suspension is prepared or used which comprises: 
silica, 

[water which is optionally acidified, 
at least one hydrogen bond stabilizer, 

(lib)-- optionally, part of the silicone material SM is incorporated into the aqueous silica 
suspension obtained at the end of step lla), 

( lie)-- hydrophobic units formed by -Si-(R c )i to3 with R c = hydrogeno, C1-30 alkyl, C2- 
C30 alkenyl, aryl, these groups R c being optionally substituted, are grafted onto the 
silica by exposing this silica to halosilane type CA// acting as precursors of these units 
and by allowing the reaction to proceed, optionally while stirring the whole, and 
optionally in the hot state, 

(I Id) — the procedure is carried out such that the transfer of the silica grafted by 
hydrophobic units, from the aqueous phase to the nonaqueous phase, is carried out, 
(lie)-- optionally, at least part of the aqueous phase and of the reaction by- products is 
drawn off, 
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(llf)- the medium is cooled if necessary, 

(llg)~ optionally, the residual acidity of the nonaqueous phase is washed off, 

( llh)~ the totality or the remainder of the silicone material SM is mixed with the filler 

which is now hydrophobic, 

(Hi)-- the residual water is evaporated off, 

(llj)~ and an oil is recovered which comprises a hydrophobic particulate filler 
suspension in a crosslinkable silicone material, preferably optionally without ever 
passing throuqh dried hydrophobic silica, 

the routes I and II leading to an oil (or slurry) comprising a suspension of hydrophobic 
particulate filler in a crosslinkable silicone material; 
The instant claim 1 claims a similar method. 

Though the instant claim 1 does not claim the method comprising SM1-SM4, the 
examiner notes that these are species of the SM claimed by the instant application. 
Though the instant claim 1 does not claim the method according to route I, the examiner 
notes that this only makes claim 1 of the copending application US 10/541,139 broader, 
thereby encompassing the instant claim 1. 

Therefore, the instant claim 1 is unpatentable over claim 1 of copending application No. 
US 10/541,139. 

The instant claims 3, 5-7 and 20-21 are not patentably distinct from the corresponding 
claims or combination of claims 2-15 of the copending application No. US 10/541,139. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Specification 

3. The disclosure is objected to because of the following informalities: 

The use of the trademark, for example, Irgafos on page 4, line 15, has been 
noted in this application. It should be capitalized wherever it appears and be 
accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner which might adversely affect their validity as trademarks. 

Page 31 , line 13 recites (CH 3 )SiCI instead of (CH 3 ) 3 SiCI. 

Page 31 , lines 23-24 recites dialkylhydrogenohalomonosilanes, for example 
(CH 3 )2SiCI 2 ; the chemical formula does not conform to the species of silanes cited. 

The definition for a in general formula (3) on page 41 , lines 25-26, is omitted. 

Appropriate correction is required. 

Claim Objections 

4. Claims 1-9, 12, and 16-28 are objected to because of the following informalities: 
Claim 1 recites "...formed by =Si-(R c )i to 3, where R c = hydrogen,....", whereas on 

page 33, line 1 of the instant specification, "R c = hydrogeno,...."; though hydrogeno and 
hydrogen are synonyms that are used interchangeably in the art, for consistency 
purposes, a radical should be identified by the same term throughout the disclosure. 
Dependent claims 2-9, 12 and 16-28 are objected to for similar reason. 
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Appropriate corrections are required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 3,5-9,12,16, and 18-19, 21-30 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Burns et al, (US 6,184,408) . 

Regarding claims 1 and 22, Burns et al teaches a method of contacting an aqueous 
suspension of silica with (2) an organosilicon compound selected from the group which 
includes organosilanes described by formula (1), in the presence of (3) a water-miscible 
organic solvent (col. 2, lines 25-45), and subsequent addition of water-immiscible 
organic solvent to effect separation of the hydrophobic silica from the aqueous 
solution(col.6, lines 30-38). Burns et al further teaches that the method comprises 
contacting an aqueous suspension of silica with a catalytic amount of an acid and 
organosilicon selected from the groups which includes organosilanes described by 
formula (1), in the presence of (3) a water-miscible organic solvent, and addition of 
water-immiscible organic solvent to effect separation of the hydrophobic silica from the 
aqueous solution (col. 6, lines 30-38). Burns et al further exemplifies the method as: (i) 
silica was formed by neutralizing a sodium silicate solution and then filtering and 
washing among other steps, followed by placing some of the formed silica filter cake in 
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a flask and adding deionized water and isopropyl alcohol to the flask followed by; (ii) 
the addition of dimethyldichlorosilane; (iii) concentrated HCI, isopropyl alcohol and 
hexamethyldisiloxane were added to the flask; (iv) toluene was added to the flask and 
the aqueous phase was drained from the flask; (v) deionized water and additional 
toluene were added to the flask and the aqueous phase was again drained from the 
flask; (vi) the flask content was refluxed to remove water by azeotropic distillation; (vii) 
the resulting slurry was poured into a pan (col. 13, lines 15-43). 
By adding deionized water and isopropyl alcohol to the silica filter cake of Burns et al, 
an aqueous silica suspension is formed; the isopropyl alcohol of Burns et al serves as 
the at least one hydrogen bond stabilizer/initiator of the instant claim; this step of Burns 
et al labeled (i) above, satisfies the claim limitation (a) of the instant claim. 
The combination of addition of dimethyldichlorosilane to the mixture labeled (ii) above, 
and the addition of toluene to the flask, labeled (iv) above, satisfies the claim limitation 
(c) of the instant claim. 

By adding the dimethyldichlorosilane to the mixture, a modified hydrophobic silica filler 
is produced by grafting hydrophobic units formed by Si-(CH 3 )2 onto the silica and the 
toluene of Burns et al serves as a nonaqueous phase to which the silica comprising the 
grafted hydrophobic units is transferred from the aqueous phase of the instant claim. 
The addition of hexamethyldisiloxane labeled (iii) above, serves as the mixing the 
totality of the silicone material SM with the modified hydrophobic silica filler of the 
instant claim. 
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The refluxing to remove water by azeotropic distillation labeled (vi) above serves as the 
removing the residual water by evaporation of the instant claim. Removal of water by 
azeotropic distillation is a process that involves evaporation of water. 
The resulting slurry of Burns et al serves as the oil which comprises a hydrophobic 
particulate filler suspension of the modified hydrophobic silica filler in a crosslinkable 
silicone material of the instant claim. The hexamethyldisiloxane serves as the 
crosslinkable silicone material of the instant claim. 

Regarding claims 3,18 and 19, the sodium silicate solution of Burns et al as taught in 
the step labeled (i) above, serves as the at least one precursor of silicone resin of the 
instant claim. 

Regarding claims 5,16 and 21 , Burns et al further teaches the silica as precipitated 
silica with BET surface area preferably within a range of about 100 m 2 /g to 500 m 2 /g 
(col.4, lines 24-28); and exemplifies a BET surface area of 337 m 2 /g (col. 13, lines 19- 
21) and further teaches that the hydrophobic precipitated silica is added to the present 
method as an aqueous suspension of hydrophilic; the concentration of hydrophilic 
precipitated silica in the aqueous suspension is within a range of about 4 to 50 weight 
percent. Since the viscosity of water is at 25oC is 1 mPa.s, an aqueous suspension of 
hydrophilic precipated silica with a concentration of hydrophic precipitated silica of about 
4 to 50 weight percent has a viscosity that is less than 300 Pa.s or 150 Pa.s. 



Application/Control Number: 1 0/541 ,161 Page 9 

Art Unit: 1796 

Regarding claim 6, the water-miscible organic solvent of Burns et al exemplified as 
isopropyl alcohol, which serves as the hydrogen bond stabilizer/initiator of the instant 
claim, is an organic solvent. 

Regarding claim 7, by the addition of HCI to the mixture, as taught by Burns et al in the 
step labeled as (iii) above, Burns et al teaches acidifying the aqueous suspension. HCI 
is an acid. 

Regarding claim 8, the exemplified hexamethyldisiloxane of Burns et al serves as at 
least one oligoorganosiloxane of the instant claim. 

Regarding claim 9, the exemplified dimethyldichlorosilane of Burns et al serves as the 
precursor of the hydrophobic units of the instant claim; dimethyldichlorosilane is an 
alkylhalosilane. 

Regarding claims 12, the silica of the exemplified method of Burns et al is precipitated 
silica filter cake of 1 1 .8 wt% solids (col. 13, lines 21-22); this teaches a precipitated silica 
slurry. 

Regarding claims 23-24, the exemplified acid added to the mixture of Burns et al is 
concentrated HCI (col. 13, line 29); this step of Burns et al serves as the acidification of 
the aqueous suspension (aqueous phase) of the instant claim. 
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Regarding claims 25-26, Burns et al exemplifies hexamethyldisiloxane (col. 13, line 30), 
which serves as the SM of the instant claim. 

Regarding claim 27, Burns et al exemplifies dimethyldichlorosilane (col. 13, lines 26-27), 
which serves as the alkylchlorosilane of the instant claim. 

Regarding claim 28, Burns et al further teaches examples of useful organosilicon 
compounds for the invention to include trimethylchlorosilane (col. 5, line 67). 

Regarding claim 29, Burns et al exemplifies isopropyl alcohol, which serves as the at 
least one hydrogen bond stabilizer/initiator of the instant claim. 

Regarding claim 30, Burns et al exemplifies 15.9g of dimethyldichlorosilane (col. 13, 
lines 26-27), which teaches 18g of the dimethyldichlorosilane per 100g of the silica. 
The dimethyldichlorosilane of Burns et al serves as the precursor of Si-(R c )i to 3 of the 
instant claim. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 2, 4, 10-11, 17, 20 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Burns et al (US 6,184,408). 

Regarding claim 2, Burns et al teaches all the claim limitations as set forth above and 
further teaches that it is more preferred that the acid catalyst provides a pH less than 
about pH 3 (col.4, lines 53-55). Though Burns et al does not teach the method wherein 
the pH of the suspension is =< 2 of the instant claim, it has been established that in the 
case where the claimed ranges overlap or lie inside ranges disclosed by the prior art a 
prima facie case of obviousness exists. 
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Regarding claims 4 and 20, Burns et al teaches all the claim limitations as set forth 
above; though Burns et al does not teach the method further comprising grafting 
functional units other than hydrophobic units onto silica by exposing the silica to 
halosilane precursors of these functional grafts of the instant claim, Burns et al further 
teaches that in the present method, the aqueous suspension of hydrophilic precipitated 
silica is contacted with one or more of the organosilicon compounds described by 
formulas (1 ), (2) and (3) and further teaches examples of the organosilicon compounds 
to include methylphenyldichlorosilane (col. 5, line 60); since the list of organosilicon 
compound of Burns et al is limited, motivated by the desire to optimize the hydrophobic 
property of the silica, one of ordinary skill in the art would have formed various versions 
of the composition of col. 13, lines 15-43, including one in which 
methylphenyldichlorosilane is incorporated into the method by routine experimentation, 
with an expectation of success.. 

By incorporating the methylphenyldichlorosilane into the method of col. 13, lines 15-43, 
the phenyl functional unit of the methylphenyldichlorosilane is grafted unto the silica. 
The phenyl unit of Burns et al is chromophoric 

Regarding claim 10, Burns et al teaches a method for the preparation of hydrophobic 
precipitated silica (abstract); said method comprises contacting an aqueous suspension 
of a precipitated silica with a catalytic amount of acid and an organosilicon compound 
selected from the group which includes organosilanes described by the formula (1) in 
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the presence of (3) a water-miscible organic solvent (col. 2, lines 25-45) and exemplifies 
the method as: 

(i) precipitated silica filter cake were placed in a flask, with stirring, deionized water 
and isopropyl alcohol were added to the flask (col. 13, lines 22-24); the isopropyl alcohol 
serves as the hydrogen bond stabilizer/initiator of the instant claim; 

(ii) dimethyldichlorosilane was added to the flask (col.1 3, lines 26-27); 

the dimethyldichlorosilane of Burns et al serves as halosilanes that are a precursor of 
the hydrophobic units of the instant claim 

(iii) the resulting mixture was heated at 65°C (col. 13, line 27); 

(iv) hexamethyldisiloxane was added to the flask (col.1 3, line 29); 

(v) the aqueous phase was drain from the flask (col.1 3, line 33); this serves as a 
combination of steps (d) and (e) of the instant claim; 

(vi) the resulting slurry was poured into shallow pans(col.13, lines 15-40); this 
serves as step h of the instant claim. 

Though Burns et al does not teach the step (g) of the instant claim, step (f) on which 
step (g) depends is optional. 

Though Burns et al does not teach the method wherein the hexamethyldisiloxane was 
added to the flask before the resulting mixture was heated, the examiner notes that 
selection of any order of performing process steps is prima facie obvious in the absence 
of new or unexpected results; selection of any order of mixing ingredients is prima facie 
obvious. 
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Regarding claim 11, Burns et al exemplifies 763g of the precipitated silica filter cake 
containing 11.8 wt% solids (col. 13, line 22); this teaches 90 g of the silica; 15.9g of 
dimethyldichlorosilane (col. 13, line 26), this teaches 18g of the dimethyldichlorosilane 
per 100g of the silica; a total of 1,350 ml of water ( 1.1L + 250MI, col. 13, lines 24-34), 
which corresponds to 1 ,350g of water and 1 ,500g of water per 1 00 of the silica. 
Burns et al further teaches that the amount of water-immiscible organic solvent, 
including hexamethyldisiloxane, added to the present method should provide a solvent 
to silica weight ratio greater than about 0.05:1 and that more preferred is a solvent to 
silica weight ratio within a range of about 0.1 :1 to 1 0:1 (col. 6, lines 39-60); though Burns 
et al does not teach the SM oil : 40 to 2,000 of the instant claim, it has been established 
that in the case where the claimed ranges overlap or lie inside ranges disclosed by the 
prior art a prima facie case of obviousness exists. 

The limitation of claim 10, on which acid: 20 to 60 claim limitation of 1 1 depends is 
optional. 

Regarding claim 17, Burns et al teaches all the claim limitations as set forth above and 
further teaches that it is more preferred that the acid catalyst provides a pH less than 
about pH 3 (col.4, lines 53-55). Though Burns et al does not teach the method wherein 
the pH of the suspension is =<1 , at least during step (a) of the instant claim, it has been 
established that in the case where the claimed ranges overlap or lie inside ranges 
disclosed by the prior art a prima facie case of obviousness exists. 
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Regarding claim 31, Burns et al exemplifies 763g of the precipitated silica filter cake 
containing 1 1 .8 wt% solids; this teaches and amount of 90 g of the silica; 15.9g of 
dimethyldichlorosilane, which teaches 18g of the dimethyldichlorosilane per 100g of the 
silica; a total of 1 ,350 ml of water, which corresponds to 1 ,350g of water and 1 ,500g of 
water per 1 00 of the silica. 

Burns et al further teaches that the present method requires the presence of a water- 
miscible organic solvent, preferably isopropanol (isopropyl alcohol), in preferably at 
least 5 weight percent of the aqueous suspension comprising the hydrophilic 
precipitated silica (col.4, line 66-col.5, line 10). Though Burns et al does not teach the H 
bond stabilizer/initiator: 1 to 10 of the instant claim, it has been established that in the 
case where the claimed ranges overlap or lie inside ranges disclosed by the prior art a 
prima facie case of obviousness exists. 

Burns et al further teaches that the amount of water-immiscible organic solvent, 
including hexamethyldisiloxane, added to the present method should provide a solvent 
to silica weight ratio greater than about 0.05:1 and that more preferred is a solvent to 
silica weight ratio within a range of about 0.1 :1 to 1 0:1 (col. 6, lines 39-60); though Burns 
et al does not teach the SM oil : 40 to 2,000 of the instant claim, in the case where the 
claimed ranges overlap or lie inside ranges disclosed by the prior art a prima facie case 
of obviousness exists. 
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Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OLATUNDE S. OJURONGBE whose telephone number 
is (571)270-3876. The examiner can normally be reached on Monday-Thursday, 
7.15am-4.45pm, EST time, Alt Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

O.S.O 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 

12/15/08 



